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DETAILED ACTION 

1 . This Office Action follows a response filed on October 31 , 2007. Claim 1 has 
been amended; claims 20 and 21 have been added; no claims have been cancelled. 

2. A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on October 
31 , 2007 has been entered. 

3. In view of the amendment(s) and remarks, the rejection of claims 1 , 3-7, 9-1 1 , 
13-17 and 19 under 35. U.S.C. 103(a) as being unpatentable over Nishiguchi et al. (JP 
09-324096) in view of Fujiwara et al. (EP 1 251 147 A1 ) has been withdrawn. 

4. Applicant's arguments with respect to claims 1 , 3-7, 9-11, 13-17 and 1 9 have 
been considered but are moot in view of the new ground(s) of rejection. 

5. Claims 1, 3-7, 9-11, 13-17 and 19-21 are pending. 

Claim Rejections -35USC§112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 
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6. Claims 20 and 21 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the enablement requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to enable one skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and/or use the 
invention. 

Claim 20 recites "The film of claim 1 , wherein the polyvinyl alcohol resin (A) is not 
modified". The specification does not contain any definition of modified polyvinyl alcohol 
resin (A) in such a way to enable one skilled in the art to which it pertains, or with which 
it is most nearly connected, to make and/or use the invention. 

Claim 21 recites "The film of claim 3, wherein the at least two kinds of polyvinyl 
alcohol resin (A) are not modified". The specification does not contain any definition of 
at least two kinds of modified polyvinyl alcohol resin (A) in such a way to enable one 
skilled in the art to which it pertains, or with which it is most nearly connected, to make 
and/or use the invention. 

7. Claims 3-7, 11, 13-17 and 19-21 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 

Claim 3 recites "The film of claim 1 , which is prepared by forming a film from a 
resin composition [I] containing at least two kinds of polyvinyl alcohol resins (A) having 
different degrees of hydrolysis" while the newly amended claim 1 recites "A polyvinyl 
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alcohol film which is formed from a polyvinyl alcohol resin (A)... wherein the polyvinyl 
alcohol resin (A) has a degree of hydrolysis from the range of 55 to 100% by mole". 

Therefore, it is not clear how many different kinds of polyvinyl alcohol resins (A) 
should be in the composition: one resin (A) according claim 1 , or at least two resins (A) 
according claim 3? 

Claim Rejections - 35 USC § 103 

8. The text of this section of Title 35 U.S.C. not included in this action can be found 
in a prior Office Action. 

9. Claims 1 , 3-6, 9-11,1 3-1 7 and 1 9 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Nishiguchi et al. (JP 09-324096) in view of Hirata et al. (JP 2001- 
316491). 

With regard to the limitations of claims 1, 3-6 and 11, Nishiguchi discloses a 
composition comprises a modified PVA resin having anionic groups (preferably 
carboxyl and/or sulfo groups) preferably in the amount of 2.0-40.0-mol% and a PVA 
resin having a degree of saponification of 70-99% and a degree of polymerization 200- 
8,000. The modified PVA resin having carboxylic groups is produced by Michael 
addition reaction with acrylonitrile or acrylamide and partly or fully hydrolyzing the 
reaction product, wherein the weight ratio of A/B is from 95:5 to 5:95, which is within the 
claimed range (abstract). Example 1 discloses a film formed from a composition 
comprising a mixture of 35 parts of a modified PVA having saponification degree of 
96.3%, and 65 parts of a modified PVA having saponification degree of 71 .1 %. This film 
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has mechanical strength, alkali-resistance, hygroscope and crack resistance and has 
dissolution rate; it is suitable to encapsulate chemical products (Table 1 , page 4, [0038]- 
[0040]). ;/y; ■ \ • V 

Nishiguchi does not disclose that polyvinyl alcohol composition contains 0.1 to 50 
parts by weight of trimethylolpropane as plasticizer (C). ; ; ; . 

With regard to the limitation of claim 1 , Hirata discloses a polyvinyl alcohol based 
film containing a plasticizer such as glycerol, diglycerol, diethylene glycol, triethylene 
glycol, propylene glycol, trimethylolpropane, etc. These may be used singly or in 
combination of at least two (page 4, [0026]). The amount of the plasticizer to be mixed 
is preferably from 1 to 30 parts by weight per 100 parts by weight of the PVA, which is 
clearly within the claimed range (page 4, [0027]). 

Both references are analogous art because they are from the same field of 
endeavor concerning water-soluble film comprises a polyvinyl alcohol and a plasticizer. 

Therefore, all of the above plasticizers are functional equivalents and can be 
substituted by each other. Thus, Hirata recognizes the equivalency of glycerol, 
diglycerol or ethylene glycol used by Hishiguchi and trimethylolpropane as a plasticizer 
for a polyvinyl alcohol resin. In the instant case the substitution of equivalents solvents 
requires no express motivation, as long as the prior art recognize equivalency, In re 
Fount , 213 USPQ 532 (CCPA 1982); In re Siebentritt . 152 USPQ 618 (CCPA 1967); 
Graver Tank & Mfg. Co. Inc. V. Linde Air Products Co. 85 USPQ 328 (USSC 1950), 
and a person skilled in the art would have found obvious to substitute glycerol, 

r 

diglycerol or ethylene glycol used by Hishiguchi for trimethylolpropane of Hirata in the 
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adjusted amount based on their recognized equivalency and with the reasonable 
expectation of success, and thus to arrive at the subject matter of instant claim 1 . 

With regard to a ratio of storage modulus and a glass temperatu'relnstantly 
claimed in claim 1 , the combined teaching of Nlshiguchi and Hirata is silent about it. 
However, in view of substantially identical polyvinyl alcohol composition between 
Nlshiguchi and Hirata and instant claim 1 (exactly the same polymerized monomers, 
degrees of hydrolysis, the difference in degree of hydrolysis, plasticizer and its amount, 
substantially identical method of the preparation of the final composition), it is the 
examiner position that Nishiguchi and Hirata's polyvinyl alcohol composition possesses 
these properties. Since the USPTO does not have equipment to do the analytical test, 
the burden is now shifted to the applicant to prove otherwise. In re Best 195 USPQ 
430, (CCPA 1977). 

With regard to the limitations of claims 9-10, 13-17 and 19, Nishiguchi discloses 

> ' 3 

the usage of ethylene glycol, glycerol or diglycelol as plasticizers, and low-molecular 
weight polyethylene glycol, coloring agent, an alkaline substance, agricultural ? " 
chemical^ eta (page 3, [0026]-[0027]). All of the above compounds can be considered 
as chemicals. 

10. Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Nishiguchi'096 and Hirata et al. as applied to claims 1, 3-6, 11-17 arid "19 above and 
further in Viewof Nishiguchi et al. (JP 1 0-060207). 

With regard to the limitations of claim 7, the combined teaching of Nishiguhci'096 
and Hirata discloses that further the components can be mixed with fine particles 
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(JP'096, page 3; [0022]), but it does not disclose that polyvinyl alcohol film further 
contains inorganic filler (B) having an average particle size of 1 to 10 pm. 

Nishiguchi'207 discloses a water-soluble film comprises (A) a modified polyvinyl 
alcohol and (B) preferably 2-20 wt. % (based on the component A) of fine powder such 
as clay which has less or equal to 150 pm average particle diameter (abstract). Such 
class of insoluble or poorly soluble impalpable powder can include clay/kaolin, an 
aluminum hydroxide, a calcium carbonate, a titanium hydroxide, etc; (page 3, [0025]). 

The references are analogous art because they are from the same field of 
endeavor concerning water-soluble film compositions comprising polyvinyl alcohol and 
additional ingredients. 

Therefore, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to incorporate inorganic fine powder having an 
average particle diameter less or equal to 150 pm as taught by NishigUcKi , 207 into the 
combined Nishiguchi'096 and Hirata's polyvinyl alcohol film composition because all of 
such impalpable powder prevent the stickiness accompanying moisture absorption and 
its effect on film 'physical properties is suppressed (JP'207, page 3, [0026]), and thus to 
arrive at 1 the subject matter of claim 7. 0 ^ 3 ' JJU ' 

Thus, the combination of Nishiguchi's references and Hirata renders all instant 
claims prima facie obvious in view of absent of unexpected results commensurate in 
scope of claims: 
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Response to Amendment 

11. The Declaration under 37 CFR 1 .1 32 filed on October 31 , 2007 is insufficient to 
overcome the rejection of claims 1, 3-7, 9-11, 13-17 and 19 under 35 U.S C. 103(a) 
based upon.Nishiggchi et al. (JP 09-324096) in view of FujiwaraeJ (EP 1 251 147 
A1 ) as set fortK'in the last Office action because: the showing is not commensurate in 

. - • . 7 v v - ' 

scope with the claims. 

Claim 1 recites "A polyvinyl alcohol film which is formed from a polyvinyl alcohol 
resin (A)... wherein the polyvinyl alcohol resin (A) has a degree of hydrolysis from the 
range of, 55 to. 100% by mole". It is clear from the limitations of the claim that the 
polyvinyl alcohol film is formed from the only polyvinyl alcohol resin (A) having the 
definite degree of hydrolyses, while the Declaration describes the experiments of 
forming a film from a resin composition containing at least two kinds of polyvinyl alcohol 
resins (A) havihg'different degrees of hydrolysis, which is out of the' scope of the v 
amended claim 1 . 

1 2. In response to Applicants argument that the Applicant submits additional 
evidence showing that both glass transition temperature and a/p ratio of the polyvinyl 
alcohoffilm disclosed fin Nishiguchi is out of the range of the' pres^rklnventloh ! (page" 7, 
the last paragraph), it is well settled that the Applicants have to use the closest prior art 
to run a consecutive "back-to-back" test to show unexpected results^ if any: "Showing 
unexpected results over one of two equally close prior art references will not rebut prima 
fac/e obviousness' unless the teachings of the prior art references are sufficiently similar 
to each other that the testing of one showing unexpected results would provide the 
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same information as to the other, /n re Johnson . 747 F.2d 1456, 1461- -223 USPQ 
1260, 1264 (Fed. Cir. 1984). 

- . f , 

Objective evidence which must be factually supported by an appropriate affidavit 
or declaration to be of probative value includes evidence of unexpected results, 
commercial success, solution of a long-felt need, inoperability of the prior art; invention 
before the date of the reference, and allegations that the author(s) of the prior art 
derived the disclosed subject matter from the applicant. See, for example, In re De 

Blauwe, 736 F.2d 699, 705, 222 USPQ 191, 196 (Fed. Cir. 1984) ("It is well settled that 

< *'?.'p.:cj! i /*'.;.j ij'i Nil;;-:.. . - :?e<-j£ ~ ... 

unexpected results must be established by factual evidence." "[A]ppellants have not 

presented any experimental data showing that prior heat-shrinkable articles split. Due to 

the absence of tests comparing appellant's heat shrinkable articles with those of the 

closest prior art," we conclude that appellant's assertions of unexpected results 

constitute nriere argument."). See also In re Lindner, 457 F.2d 506] '5b§?1>3 : U'SPQ 356, 

358 (CCPA 1972); Ex parte George, 21 USPQ2d 1058 (Bd. Pat. App. & Inter. 1991). 

See MPEP 716.01(c). : * ' ; ! 

• ? - h - J '• : v « Response to Arguments ' : *«**U A/* ^ 

13. ;'" Applicants traverse the rejection of claims 1, 3-7, 9-11, 13-17 and 19 under '35 
U.S.C. 103(a) as being unpatentable over Nishiguchi et al. (JP 09-324096) in view of 
Fujiwara et al.' (EP 1 251 147 A1). Applicant's arguments have been fully considered but 
they are not persuasive' " • '" ' y '' ' r " {,% 7 ' " u A - 
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1 4. As to Applicants arguments that the plasticizer trimethylolpropane as claimed is 
essential in achieving a T g of not more than 20°C in the PVA film of the present 'i 
invention, and the lower T g thus resulted makes the PVA film of the present invention 
different from the PVA film of JP-096 (page 6), it is noted that current Office Action 

■ -t; 

(paragraph 9) contains the rejection of amended claim 1 with all new limitations. 

1 5. Regarding toJApplicants arguments that the PVA films of the Examples 1 , 2 and 
3 in the specification contain 20 parts by weight of trimethylolpropane per 100 parts by 

weight of the total of the PVA, and the polyvinyl alcohol resin (A) has a degree of 

-,»ir • : a . " ' ' 

hydrolysis from the range of 55 to 100% by mole (page 6, the last paragraph), it is noted 

that the above mentioned examples describe the films being obtained from a resin 

composition containing at least two kinds of polyvinyl alcohol resins (A) having different 

degrees of hydrolysis, which is out of the scope of the amended claim 1 " 

16. In response to Applicants argument that the elongation values of the examples 1 , 

•v.t.v..-^/-.. { r . r>\» \ .. ... ;--oHj rTlfrw* -«'^ir- 

2 and 3 of the instant application indicate that the glass transition'temperatures of the 

samples must be higher than the temperature under which the elongation was 

measured (page 7, 1 st paragraph), it is noted that in view of substantially identical 

e 

polyvinyl alcohol composition between Nlshiguchi and Hirata and the amended claim 1 
(exactly the c same polymerized monomers, plasticizer and its arriouhVs^ 
identical method of the preparation of the final composition), it is the examiner position 
that Nishiguchi and Hirata's polyvinyl alcohol composition possesses' these properties. 
Since the USPT O does not have equipment to do the analytical test, the burden is now 
shifted to the applicant to prove otherwise. In re Best 195 USPQ 430, 1 (CCPA 1977). 
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17. In response to Applicants argument that as shown in Fig. 118 (document 
"POVAL", glycerol contents vs. second order transition temperature);^when 3 .weight % 
of glycerol as plasticiier is added, Tg of the general polyvinyl alcohol remains around 
50°C, which is much higher than the Tg of the polyvinyl alcohol in the present invention 
(page 7, 4 m paragraph), it is well settled that "an applied reference may be.relied upon 
for all that it would have reasonably suggested to one of ordinary skill jn the.art, . 
including not only preferred embodiment, but less preferred and even non preferred". 
Merck & Co. v. Biocraft Laboratories, 874 F.2d 804, 10 USPQ2d 1843 (Fed. Cir.), cert, 
denied, 493 U.S. 975(1989). " 



••■•.•i*r# ;r -- Conc/us/on •' 
Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael M. Bernshteyn whose telephone number is 571 « 

272- 241 1 The examiner can normally be reached on M-Th 8-6:30. ^ : : 1 1 

If attempts to' reach the examiner by telephone are unsuccessful; the examiner's 
supervisor, Randy Gulakowski can be reached on 571-272-1302. The fax phone 
number for the organization where this application or proceeding is'assigned is 571- 

273- 8300. ; ic * ' 1 : " 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.usptor.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
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